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Before Greenbaum, Heasley , and Pologeorgis,
Administrative Trademark Judges.

Opinion by Pologeorgis, Administrative Trademark Judge:

Panini America, Inc. ( 0O Appl i cant ¢6) s eraldr Sectiore 2ff) of the at i on
Trademark Act , 15 U.S.C. 8 1052(f), of the designation CERTIFIED (in standard
characters) f o €ollattible trading cards; Sports trading cards  din International Class
16.1

The Trademark Examining Attorney refused registration on the following

1 Application Serial No. 8 8927178, filed on May 21, 2020, based on an allegation of use in
commerce under Section 1( a) of the Trademark Act, 15 U.S.C. § 1051(a), claiming November
14, 1995 as bhoth the date of first use and the date of first use in commerce.
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grounds: (1) failure to function as a mark under Sections 1, 2, and 45 of the
Trademark Act , 15 U.S.C. 88 1051, 1052, 1127; (2) genericness under Section s 23(c)
and 45 of the Trademark Act, 15 U.S.C. 8§ §81091(c)and 1127; (3) mere descriptiveness
under Section 2(e)(1) of the Trademark Act, 15 U.S.C. § 1052(e)(1), without acquired
distinctiveness under Section 2(f) of the Trademark Act, 15 U.S.C. §  1052(f); and (4)
deceptive misdescriptiveness under Section 2(e)(1) of the Trademark Act, 15 U.S.C.
§1052(e)(1). Applicant , in the alternative, seeks to amend its application to register
its proposed mark on the Supplemental Register. The Examining Attorney did not
enter the amendment during prosecution in light of the pending genericness and
failure to function refusals.

When the refusal s were made final, Applicant appealed and requested
reconsideration . When the request for reconsideration was denied, the appeal
resumed. The appeal is fully briefed. An oral hearing was held on September 19, 2023.
For the reasons explained below, w e affirm the refusal to register on the ground of
genericness and, therefore , do not reach the other grounds for refusal .2 CBC Mortg.
Agency v. TMRR, LLC , 2022 USPQ2d 748, at *29 n.22 (TTAB 2022).

l. Preliminary  Evidentiary = Matte r

Inits January 15, 2021 Response to Office Action, Applicant submitted, as Exhibit

B, a chart identifying 653 registered marks including the term CERTIFIED to

demonstrate purportedly that the Office has allowed marks to register with the word

2AITTABVUEand Tr ademar k Status and Doc uaitationsrefRretor i ev al
the electronic file database for the involved a pplication. All citations to the TSDR database
are to the downloadable . pdf version of the documents.
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CERTIFIED . In her February 8, 2021 Office Action and her appeal brief, the
Examining Attorney objected to this evidence on the ground that a chart listing
registrations do es not make those listed registrations properly of record.
We agree with the Examining Attorney and sustain her objection. Oolo make a
third -party registration of record, a copy of the registration, either a copy of the paper
Office record, or a copy taken from the electronic records of the Office, should be
submitt ed during prosecuti on/ examinnr@a BtaroBelly o f t he
Stitcher, Inc. , 107 USPQ2d 2059, 2064 (TTAB 2013) ; TRADEMARK TRIAL AND APPEAL
BOARD MANUAL OF PROCEDURE ( TBMP ¢ 81208.02 (2023); TRADEMARK MANUAL OF
EXAMINATION ~ PROCEDURE ( TOMEP 0 ) §710.03 (July 2022). Mere listings of
registrations are not sufficient to make the registrations of record. In re Hoefflin , 97
USPQ2d 1174, 1177 (TTAB 2010). Accordingly, we have given no consideration to
this chart in our analysis herein.
Il. Genericness - Appl icable Law
0Generic terms 6cannot b eRealEapidsPtylad veRitoas tr ad
Lay N. Am., Inc. , 906 F.3d 965, 128 USPQ2d 1370, 1373 (Fed. Cir. 2018) (citation
omi tted) . OA generic term 6is the common des
services.d [citation omitted]. A generic mark
cannot acquire ®&aoya CrowncCo.iv.\«Ceca-€alasCo.0 892 F.3d 1358,
127 USPQ2d 1041, 1045 (Fed. Cir. 2018) (quoting H . Marvin Ginn Corp. VvV
of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. Cir. 1986)); see also USPTO v.

Booking.com B.V., 591 U.S. _ , 140 S. Ct. 2298, 2020 USPQ2d 10729, at *1 (2020).
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Whether a proposed mark is generic rests on its primary significance to the
relevantpublic. | n r e Am. F 188 H.3d 1341y 51 B9PQBdY1832 (Fed. Cir.
1999); Magic Wand Inc. v. RDB Inc. , 940 F.2d 638, 19 USPQ2d 1551 (Fed. Cir. 1991).
Making this det er mi nat i on étepinqury: Fiestswhat is thevgenus of
goods or services at iissue? Second, i's the te
by the relevant public primarily to Mamiier to
Ginn, 228 USPQ at 530; see also Royal Crown, 127 USPQ2d at 1046. A term also can
be considered generic if the public oundersta
t hat genus, 6 or part of the genus, oOeven if t
refertothebroad genus a # reaCordubh Rdsts., Iric. , 823 F.3d 594, 118
USPQ2d 1632, 1637-38 (Fed. Cir. 2016). The relevant public is the purchasing or
consuming public for the identified goods or services. Magic Wand , 19 USPQ2d at
1553.

The Examining Attorney must establish that the proposed mark is generic. Inre
Hotels.com, L.P., 573 F.3d 1300, 91 USPQ2d 1532, 1533 (Fed. Cir. 2009); In re Merrill
Lynch, Pierce, Fenner, & Smith, Inc. , 828 F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Cir.
1987). OEvidermds afndtemestm@mwmhbliing of the term ma
competent source, such as purchaser testimony, consumer surveys, listings in
dictionari es, trade journal s, nMewit pypcheds and
USPQ2d at 1143; see also USPTO v. Booking.com B.V., 2020 USPQ2d 10729, at *7
n. o6 (2021) (0OEvi dence i nforming [@a genericn

consumer surveys, but also dictionaries, usage by consumers and competitors, and
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any other source of evidence bearing on how consumersperceive a t er méds meani n¢
Cordua Rests. 118 USPQ2d at 1634. 0These sources n
use O0in | abels, packages, or in adJvrereNC.si ng m
Lottery, 866 F.3d 1363, 123 USPQ2d 1707, 1710 (Fed. Cir. 2017) (c itations omitted).
Il n some cases, dictionary definitions and an
may suffice to show genericness. In re Gould Paper Corp. , 834 F.2d 1017, 5 USPQ2d
1110, 1112 (Fed. Cir. 1987); see al so Am. ,FA&BRORdat1336. Soc 0y

A. What is the Genus of the Goods at Issue?

Our first task is to determine the proper genus. In defining the genus, we
commonly look to the identification of goods or services in the application. SeeReed
Elsevier, 82 USPQ2d at 1380; Magic Wand v. RDB, 19 USPQ2d at 1552 (a proper
genericness inquiry focuses on the identification set forth in the application or
certificate of registration); Inre Serial Podcast, LLC , 126 USPQ2d 1061, 1063 (TTAB
2018)( proper genus gener a leditgtioniofssendacesanteach subsjeicth by t h
application. o6). Appl!l i candColléctbke tradidgecards;iSporte d 1t s
trading cards . OApplicant cont ends t hat Applicant ds i der
appropriately defines t hed3Wgagnea with Applicanp pidi cant 0
find that the identification of goods adequately defines the genus.

B. Who are the Relevant Purchaser s?

The second part of the Marvin Ginn test is whether the term sought to be

registered is understood by the relevant public primarily to refer to that genus of

SApplicantés Appeal Brief, p. 10; 8 TTABVUE 11.
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goods or services. 0The relevant public for
purchasing or consuming public for the identified good s . Fdito -Lay N. Am., Inc. v.
Princeton Vanguard LLC , 124 USPQ2d 1184, 1187 (TTAB 2017) (citing Magic Wand ,
19 USPQ2d at 1552); Sheet z of Del ., | nc . 108 USPQ2d ¢34 r 6 s As
1351 (TTAB 2013). Because there are no restrictions or limitatio  ns to the channels of
trade or classes of consumersfor App | i ¢ ant & goodsadhe refeviarft Gorsdm ers
consist of the general U.S. public who are interested in purchasing collectible trading
cards or sports trading cards.
C. How does the Relevant Pub lic Perceive the Wording CERTIFIED 2
In support of the genericness refusal, the Examining Attorney submitted evidence
obtained from the Internet to demonstrate that relevant consumers view the  wording
CERTIFIED as the generic name for Appl i cantds identified goo
submitted by the Examining Attorney is summarized below (emphasis added by the
Board):

1 Collectible website, Made the Grade, which has " Certified Trading
Cards " as a category of cards under the shop drop down menu.4

1 Beckett information page, explaining that their authentication
services feature d¢cards that have autographs which have been
certified directly. &

1 Trading card manufacturer Topps information page for its Garbage
Pail Kids cards, describing the cards as ccertified authentic No3

4 February 8, 2021 Nonfinal Office Action, TSDR pp. 18 -20.
5 July 23, 2020 Nonfinal Office Action, TSDR p. 24.
6 July 15, 2021 Fin al Office Action, TSDR p. 35 -37.
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1 An article from the ebay website discussing how trading card
organizations certify the authenticity of their trading cards. 7

1 Trading card manufacturer Leaf's press release for its 201 Leaf Best
of Hockey, describing the set as featuring ccertified autograph
cards . 86

1 Baseball card seller Brandywine information page, explaining owe
stock baseball cards that have been professiona Ily certified by the
grading companies...Buy our certified baseball cards with
confidence.®

1 Atrticle from Auction Report CertifiedLink  Wants Your
Consignments for Our Next Auction, ¢ explaining that their dMarch
Certified Collectibles Auction o will featur e ccertified trading
cards .60

9 Auction website Cold Card Auctions article 61997 Pinaccle Baseball
Cards - Most Valuable and Pinnacle Certified Checklist, 6 which
describes various cards as being certified , €.0. 01997 Derek
Jeter Pinnacle Certified #141.61

1 Collectible website COMC, where consumers can buy and sell
oManufacturer  -Certified Otrading cards .12

1 Point of sale pages from Sports Collectibles, showing various
0Certifi ed OArading @amls i fcom manufacturers Topps,
Action Superstars, Donruss, an d Fleer. 13

1 Glossary of trading cards terms from Upper Deck, which utilizes the
phrases ccertified autograph 0 and ccertified signature 0 to
describe trading card terminology. 14

7 February 8, 2021 Nonfinal Office Action, TDSR pp. 13 -14.

8 July 15, 2021 Final Office Action , TSDR pp. 24-25.

°Id., TSDR p. 8.

10 September 15, 2022 Subsequent Final Office Action, TSDR p. 5.
11 July 15, 2021 Final Office Action, TSDR pp. 16 -23.

12 July 23, 2020 Nonfinal Office Action, TSDR pp. 17 -19.

131d ., TSDR pp. 20-23.

14 February 8, 2021 Nonfinal Office Action, TSDR p. 15.
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1 PSA information page, explaining their  ccertification 6 process for
their dPSA -certified trading cards o

1 CGC information page, showing ACGC -certified trading cards .06

1 Collectible website Made the Grade which has dCertified Trading
Cards 0 as a category of cards under the shop drop -down menu.
February 8, 2021, Nonfinal Office Action, TSDR pp. 14 -16.

1 Wikipedia encyclopedia entry for "Trading Cards," which explains
that autographed cards are commonly referred to in the industry as
oCertified Autograph Inserts .67

1 Anonline article from the Business Observer website discussing the
company CGC Trading cards and on how they certify their
collectibles. 18

The Examining Attorney also submitted a screenshot of an article from

Appl i comlimd Blag s howi ng t hat Applicant has ocert.i

signature s featured in some of its trading cards .1° The screenshot is displayed below:

Panini America Ships the First Autographed Trading Cards of the Legendary Phil Jackson

ther trading cards in the staggering arsenal of possibilities dotting the 2 National Treasures Basketball checklist generated more buzz last

summer than three limited redemptions promising the world's first GERtiied trad

-KOBE BRYANT -

> 2
= - N
-PHIL JAGKSON- ¥
Perhaps no other trading cards in the staggering arsenal of possibilities dotting the 2010-11 National Treasures Basketball checklist generated more buzz last
rst certified autograph trading cards of legendary NBA sch Phil Jackson

15 July 23, 2020, Nonfinal Office Action, TSDR pp.  5-9.
16 |d ., TSDR pp. 10-14.

17 February 8, 2021 Nonfinal Office Action, TSDR p.1 6.
18 July 23, 2020 Nonfinal Office Action, TSDR pp. 15 -18.
19 February 8, 2021 Nonfinal Office Action , TSDR p. 17.
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Finally, the Examining Attorney submitted the dictionary definition of the term
ocerti fi e dad adpdivieale fii 31 eld Hasirsy eayned certification, and 2.
genuine,aut he®tic. O

The Examining Attorney concludes that the foregoing evidence establishes that
theword 0 c e r t wduld lrecpérceivedast he generi c¢c name olly Appl i
relevant consumers who seek to purchase authentic or genuine collectible trading
cards or sports trading cards .21

In challenging the refusal, Applicant maintains that its proposed CERTIFIED
mark would not be understood by the relevant consumers as referring to collectible
or sporting trading cards because? Applipahti can't
further contends that customers, publishers, and third parties understand and
recognize Applicantds CERTIFIED mark as a so
argument, Applicant submitted the following:

T An article from a popul ar caldgedgct or 6s si
refers to CERTIFIED several times as a source indicator for

20 July 15, 2021 Office Action, TSDR p. 38. Applicant also submitted a dictionary definition

ofthe term ccertifiedédef i ned as o61. Having or proved by a cer
endor sed, 3. Legally declared insane, Seeduthe74 . Comm
2021 Response to Office Action, TSDR p. 40. We also take judicial notice of the dictionary

definition of word ocertifyd which is defined a

CONFIRM, b: to present in formal communication, c: to attest as being true or as represented

or as meeting a st an dwwnrridm -Wedsteccemns sneIkptemiveo 286,
2023). The Board may take judicial notice of dictionary definitions, including definitions in
technical dictionaries, translation dictionaries and online dictionaries which exist in printed
format or that have regular fixed editions. In re White Jasmine LLC , 106 USPQ2d 1385, 1392
n.23 (TTAB 2013) (Board may take judicial notice of online dictionaries that exist in printed
format or have regular fixed editions).

2l ExaminingAtt orneyds Brief, 10 TTABVUE 9.
ZApplicant ds App-2la@TTABVUEELL 12.pp. 10
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Applicantds product. Representative

reproduced below .23

Additional Content noen

Beckett .. wocrmn  roomme ooy et wnoasecons wone

You Collect. We Help.

Google

Stop seeing this ad

—

2020 PANINI CERTIFIED FOOTBALL CHECKLIST
TEAM SET LISTS AND DETAILS

en oot ca et | ooass ) vew |
e I N N

Autographs, memorabilia and foil designs come together once again for 2020 Panini Certified Football. The
product follows a similar path as previous years, although there are new spins among the inserts. Hobby

The 2020 Panini Certified Football checklist has some other inserts as well. 2020 brings a graffiti-inspired
design to highlight some of the top names in the NFL. Six levels of parallels max out at 75 copies each.

Other inserts include Majestic Rookies, Majestic Stars and Scoring Machines. There's also Stat Smashers
tough short print set that highlights record-breaking performances.

2020 Panini Certified Football cards at a glance:

Cards per pack: 5
Packs per box: 10
Boxes per case: 24
Set size: 242 cards

23 June 7, 2021 Response to Office Action, Ex. A, TSDR pp. 15 -23.

-10-
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1 An article from another purported leading online resource for card
collectors, namely, Cardboard Connection, allegedly discussing
Applicant s CERTI FI ED ma rTheaedevaat sour ce
part of the article is reproduced below:

CARDBOARD

CONNECTION

Home Products Playors Baseball Basketball Football Hockey Soccer WWE Non-Sport Funko
NV

e Lk

Site search

B -

STOP PAYING MORE
FOR SEALED WAX!

— T -1 - Bt o
A4 BREAKER BREAKE
] o g = OF THE = OF THH
Related Products

: =

BREAKER
OF THE

Product Details nity!

¥ r
ICK HERE! CLICK HERE! Showcasing the signature Mirror parallels, 2020 Panini Certified User Rating: 8" -5 CLICK HERE! CLICK HER

Football is home to top NFL stars and rookies.
¥ kY

B Collectors can expect one Freshman Fabric Signatures card, one
RE EVERYDAY IS | WHERE EVERY DAY 1S additional autograph and two relics per Hobby box. The 1st Off the

Line (FOTL) boxes also have four hits, but the total includes one
exclusive Freshman Fabric Signatures Mirror Etch card (#/50 or less)
and one exclusive New Generation Relic Mirror card (#/50 or less)

Rating: 2.3
Rate This Product

| see also: 2019 Panini Certified Football Cards
2020 Certified Fno(ball Nabhy Box -
Ha

2020 Panini Certified Football Base / Mirror Parallels / Inserts Fctogy SaRea= i

Mixing up the main design, 2020 Panini Certified Football still features a familiar layout
and that includes the various Mirror parallels.
2020 Certified Football Base Mirror Parallels Breakdown C K

T An adverti sement for Applicant 0s goods
www.groupbreakchecklists.com .25 The advertisement is reproduced
below:

|GE SReXE Home page Checklists Find a Break — Breakers List Ebay's Top Cards Ending Today Draft tracker Contact Us Search Q
SheckusTs

2020 PANINI CERTIFIED FOOTBALL CHECKLISTS NFL CARDS
$189.99 (1 Bids)

3id now | Chechiiscs and CHcat SNeccs

$180.00 (2 Bid=)
End Date: May
24 14:22

Bid now |

Add to watch
st

Football

> Group Break Tearn Checklist
sASEBALL 8 > 2020 Panini Certified Football
¢ Hoaay | Box NFL — View

BERo f - Hobby Hox Prices on Ebay L

> i o Foot b CLICK HERE TO VISET Hotiby: 24 Roxes 1200 Cardn, 48
Hobby Boxes THIS Weoeelk's HOTTEST Autographie. 48 Relics
EBAY AUCTIONS

| s305.00 (s Bias)
End Date: May
B £nd Dar
; 1

so.99 (o Bi u-;)
End Date: Ma Release Date = August 21, 2020

241d ., Ex. B, TSDR pp. 24 -38.
2 1d., Ex. H, TSDR pp. 56-59.

-11-
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1 An article from the website www.sportscollectorsdaily.com
di scussing Appl®8 cantds product

Basketball

"ZZREA Consign Now! Eﬂﬁn;n.

e Robser t Edwar dAsctions com

2020-21 Panini Certified Basketball
Preview

2020 By Rich Mueller

Four weeks after the NBA tips off its new season and a week after the arrival of it p
Panir 2020-21 Certified Basketball i eduled to d online and at hobby shops
hanks 10 the unusual imes we > iving N, It's st 100 early for the company 1o offer images of what

2%61d., Ex. |, TSDR pp. 60 -65.

-12-
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2020-21 Panini Certified Configuration and Base
Set

Base Set

Certified delivers a 200-card checklist with 150 veterans and 50 rookies with paralie! venons that

nciude Mirror versions numbered all the way down 1o 1/1

13-
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Scoring Machines

Stat Smashers is a super short print (S5P) that highlights record-breaking talent,

DRIAL S L 2

ey Sy I ] >
PN T R e

Also new 1S 2020, which applies a graffiti-style background for the best players in the NFL

2020 Certified Football 2000 Insert Parallels Breakdown

Blue - #/75
Teal #/50
Gold - #/25
Purple - /10
Green - #/5
Black - 1/1

-14-
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Set Checklist

2020 Panini Certified Football Checklist

Base Set Checklist

% careke
LN CarGs.

BASE MIRROR PARALLELS: Base Mirror #/450, Orange #/199, Red #/99, Blue #/75

#7710, Green #/5. Black 11,

ROOXIE MIRROR PARAL

#/10. Green /5. Black 11N
FOTL ETCH PARALLELS: Purple #/10, Green #/5, Black 171

1 Anadvertisementfor Appl i cant &s

screenshot is reproduced below:

A
BLOWOUT Seara
v CARDS

HOME SPORTS  NON-SPORTS - GAMING

Zoom

'\\\'

271d ., Ex. F, TSDR pp. 50-52.

SUPPLIES

Teal #/50, Gold &/

25, Purple

ELS: Base Mirror #/299, Orange #/199, Red /99, Blue #/75. Teal #/50. Gold #/25, Purple

goods on t HEheBI
Q Account  Wishilst Log In = Advanced Search Help [y Compare B cat
PROMOTIONS - LIVE BREAKS BUYING FORUM BUZZ  RELEASE CALENDAR

2020 Panini Certified Football
Hobby Box

Configuration: 10 packs per box. 5 cards per pack

PRODUCT HIGHLIGHTS

- Back for 2020, Certified Football returns with more incredible hits and great
paltches, Look for 4 Autographs and Memorabilia cards per box, on average.

- Chase Rookie Patch Autographs of the top rookies from the deep 2020 NFL Draft
Class with Freshman Fabric Signatures. Featuring jumbo swalches, Freshman
Fabric Signatures is a staple for the hobby.

- New for 2020, hunt for new inserts Scoring Machines, Majestic Rookies, Majestic
Stars and Stat Smashers.

- Chase some of the best veterans in the game with Fabric of the Game
Signatures, featuring oversized palches in a newly designed patch autograph
card

- Look for one Freshman Fabric Signature in every box!

BOX BREAK:

1 Frashman Fabric Signature
- 1 Additional Autograph
- 2 Memorabilia Cards
- 2 Rookies Or Rookie Paraliels
- 3 Numbered Parallels

°Se1 Sheet

ED Only 2 left
$ 840 Q0

Special Price $469.95

Add to Cart Qly.

-15-

=]

products.

In stock items orderad before 3:30
PM EST ship the same day (M-F)

Free Shipping on all orders above
$199 to Continental US,

Email us now for more info about our

gopge o

Related

Ultra Pro Card Sleeves
- 100ct Pack

$2.99

Ultra Pro 3x4 Regular
Topload Card Holder -
40 Pack Case
$249.99

owou
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T An advertisement of Applicant ds
ww.streetcitycollectibles.com. 28 The screenshot is reproduced below:

O LGN

© SPECIAL DEALS ¢ SCC BREAK ROOM @ RELEASE SCHEDULE W FREE SHIPPING OVER $199! @ WERE ALWAYS BUYING! ¥ GOLD RUSH

Coupon Codes: SpringCash5(55 off $100) SpringCash50($50 off $1000) SpringCash125($125 off $2500) SpringCash300($300 off $5000)

All pre-sale items are excluded from these coupon codes, Limited to one use per coupon per

Basketball Cards > 202021 Basketball C 2020-21 Panini Certified Basketball Hobby Box

" 2020-21 Panini Certified Basketball Hobby Box

A
"W ADD TO CART
v

$349.95

Sean
Configuration:
5 cards per pack
EER 10 packs pr box
Find 1rookie autograph, 1 additional autograph, 10 parallels and 8 inserts or insert parallels
per box on average.
oER
< ADD TO WISHLIST
W FREE Shipping Availabl
0 o t
B Return Policy
. . ~
T An advertisement of Applicant ds

www.dacardworld.com .2° The screenshot is reproduced below:

D T T e r————

DAVE « ADAM'S

ﬁ Trwe Ca% — iy Twam ‘~. Wt Ehmyy Barying ' Tree Dippmy
2021 Panini Certified Football
N Hobby Box
3
$449.95
~
Product Mighlights Key Rookies

28 |d., Ex. G, TSDR pp. 53 -55.
29 January 11, 2022 Request for Reconsideration, Ex. C, TSDR pp. 17 -20.

-16-
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T An advertisement of Applicant 0s good
‘www. steelcitycollect acardworld.com. 30 The screenshot is reproduced
below:

2021 Panini Certified Football Hobby Box

m $449.0%
ima °
.a ’ Sewrge fas Bwas

T An adverti sement of Applicant ds goods

www. collectorsstore .com.3! The screenshot is reproduced below:

30|d., Ex. D, TSDR pp. 21 -23.
311d ., Ex. E, TSDR pp. 24 -26.

-17-



